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Remarks 

Claims 1-12 are pending herein. Claims 6-12 are withdrawn from consideration as being 
directed to a non-elected invention. 

In the Office Action, claims 1-5 are rejected under the judicially-created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-4 of U.S. Patent No. 
6,778,227 ("the 227 patent") in view of U.S. 5,724,321 to Vishlitzky ("Vishlitzky"); and claims 
1-5 are rejected under 35 U.S.C. § 102(b) as being anticipated by JP 2001-202565 ("JP '565"). 

In view of the amendments and remarks herein, Applicant respectfully requests 
reconsideration and withdrawal of the rejections set forth in the Office Action. 
I. Double Patenting Rejection 

Claims 1-5 are rejected under the judicially-created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-4 of the '227 patent in view of Vishlitzky. In 
response to this rejection, Applicant submits a Terminal Disclaimer in compliance with 37 CFR 

I. 321(c), wherein the assignee of the present application disclaims the terminal part of the 
statutory term of any patent granted on the instant application which would exceed beyond the 
expiration date of the frill statutory term of the '227 patent. Accordingly, Applicant respectfully 
requests withdrawal of the double patenting rejection. 

II. Rejection Under 35 U.S.C. §102(b) 

Claims 1-5 are rejected under 35 U.S.C. §102(b) as being anticipated by JP '565. 
Applicant respectfully submits that, for the reasons given below, JP '565 does not 
constitute prior art against instant claims 1-5. 

JP '565 was published on July 27. 2001 . According to 35 U.S.C. § 102(a) and § 102(b): 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this 
country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the 
applicant for patent [emphasis added], or 
(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or on sale 
in this country, more than one year prior to the date of the 
application for patent in the United States [emphasis added] .... 
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The present application is a continuation-in-part (CIP) of the application which issued 
into U.S. Patent No. 6,778,227 ("the '227 patent"). The application for the '227 patent was filed 
on February 7, 2001 . Claims 1-5 of the present application are supported by the specification 
and claims of the application which issued into the '227 patent. Although new matter is present 
in the instant application relative to the '227 patent, such new matter is limited to exemplifying 
the recording media and containers thereof in more detail. The instant application and the '227 
patent describe an optical disk as a recording medium and set forth CD, CD-ROM, MD, DVD, 
DVD-ROM and DVD-RAM as examples of such optical disk. Thus, claims 1-5 are entitled to 
the filing date of the earlier application, i.e., February 7, 2001. 

Furthermore, the application which issued into the '227 patent is a divisional of the 
application that issued into U.S. Patent No. 6,201,587 ("the '587 patent"). The application for 
the '587 patent was filed on February 12, 1997 . Instant claims 1-5 are fully supported by the 
application that issued into the '587 patent. Like the present application and the '227 patent, the 
'587 patent describes an optical disk as a recording medium and sets forth CD, CD-ROM, MD, 
DVD, DVD-ROM and DVD-RAM as examples of such optical disk. Thus, claims 1-5 are also 
entitled to the filing date of the application for the '587 patent, i.e., February 12, 1997. 

In addition, the present application and the '227 patent and the '587 patent all claim 
foreign priority based on three Japanese applications filed on February 13, 1996 . These 
applications also describe an optical disk as a recording medium and set forth CD, CD-ROM, 
MD, DVD, DVD-ROM and DVD-RAM as examples of such optical disk. Thus, instant claims 
1-5 are also supported by the three foreign priority applications and are entitled to the filing date 
of February 13, 1996. 

For the reasons presented above, the effective filing date of present claims 1-5 is earlier 
than JP '565's publication date. Thus, JP '565 does not constitute prior art under §102(a) 
or § 102(b) against instant claims 1-5. 
III. Conclusion 

In view of the remarks herein and the Terminal Disclaimer filed herewith, Applicant 
respectfully requests that the rejections set forth in the Office Action be withdrawn and that 
claims 1-5 be allowed. 
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A check in the amount of $130 is enclosed, in payment of the Terminal Disclaimer fee 
required under 37 CFR § 1.20(d). If any additional fees, e.g., fees under 37 C. F. R. §§1.16 or 
1.17, are due in connection with this filing, please charge the fees to Deposit Account No. 02- 
4300, Order No. 033710.53144.3. 

Respectfully submitted, 



Date: October 24. 2005 




Michael A. Makuch, Reg. No. 32,263 
Smith, Gambrell & Russell, LLP 
1850 M Street, N.W., Suite 800 
Washington, D.C. 20036 
Telephone: (202) 263-4300 
Fax: (202)263-4329 



Enclosures: ( 1 ) Terminal Disclaimer 
(2) Check for $130 
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